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METHODOLOGICAL DIRECTIVE No. 1/2004

on controlling the observance of intellectual property rights significant in terms of consumer protection

Pursuant to paragraph 2, letter g) of the Act No 128/2002 Coll. on state control of internal market in questions of consumer protection and on changing and amending some laws (hereinafter, referred to as "Act on state control of internal market"), the Slovak Trade Inspection's competencies have been, with effect from April 1, 2002, extended to a new object of control, which is the observance of intellectual property rights significant in terms of consumer protection.

At present, the issue of legal protection of intellectual property comprises a complex body of legal regulations of the Slovak Republic which, directly or indirectly, concern intangible property – intellectual property. This body also includes a great number of international agreements in the area of intellectual property which are binding for the Slovak Republic.

The term intellectual property is defined as rights to results of intellectual creative work or activities in the sphere of literature, arts, science and scholarship, and industry protected by laws.

The rights connected with intellectual property also include protection from unfair competition. Unfair competition describes such conduct in economic competition that contravenes the proprieties of competition and improperly interferes with the legitimate commercial interests of other sellers in the marketplace and may do harm to consumers as well.

Unfair competition refers to:

· false advertising,

· misleading identification of goods and services,

· likelihood of confusion, passing off goods or services as those of another,

· parasitizing on the reputation of another competitor's enterprise, products or services

· bribery

· illegal disclosure of trade secret

· endangering the health of consumers and environment

Object of Inspection

The Slovak Trade Inspection (STI) shall conduct inspection targeted at observing intellectual property rights in cases significant in terms of consumer protection. Particular attention will be paid to counterfeit products which, without the consent of a trademark holder, bear a designation that is either identical with or can be mistaken for a trademark, a trade name or a geographic origin mark. The quality and design of counterfeit products are, in most cases, different from the goods protected by intellectual property rights (hereinafter, they will be referred to as 'genuine goods'). STI shall handle any motions submitted by intellectual rights proprietors, consumers, associations of consumers or other legal entities established with the purpose of protecting consumers.

If an intellectual rights proprietor claims, directly or via their attorney, that a measure be taken to prevent the infringement of their intellectual property rights, STI is entitled to request the following:

· a document issued by an authority certifying the legitimacy of the claimant's claim (a certificate which contains particulars about the object subject to intellectual property rights' protection, its illustration or exact wording)

· documents certifying the transfer of intellectual property rights to another proprietor, and the right to use a trademark under franchise, etc.

· particulars necessary for evaluation of special qualities of the product which make possible to distinguish the counterfeit from the 'genuine' product, including samples or exemplars of both counterfeit and 'genuine' products

· information about a possible occurrence of counterfeits (sale point or warehouse)

· pursuant to paragraph 5 of the Act on state control of internal market, STI is entitled to summon a person employed by the intellectual property rights proprietor to identify the product

If the motion related to the infringement of intellectual property rights is filed by a different subject, i.e. by a consumer, an association of consumers, etc., STI shall search, via the Internet, the relevant register of the Slovak Industrial Property Office for all available particulars on the intellectual property rights proprietor and object. 

In case further information and particulars that are confidential by nature are required, STI shall, pursuant to paragraph 10, section 1 of the Act on state control of internal market, ask the Slovak Industrial Property Office to provide all documentation concerning the proprietor.

STI is a body of state control and in order to be able to act in public interest as well as in the interest of the proprietor, it must also be given full access to confidential information, trade secret included. STI inspectors, as the employees of a body of state control, are obliged by law to keep secrecy about their findings related to the control, which rules out a possibility of information leak. Any misconduct on the part of a STI inspector shall be qualified as a criminal offence.

The inspection procedure in individual cases need not be identical and, as a result, it cannot be defined unambiguously. It will be dependent on the object of intellectual property rights infringement, on the subject who has filed a motion for inspection, as well as on the place of inspection (a market place, a retail outlet, a wholesale warehouse, a producer...).

If the need arises, a particular inspection activity may be accompanied by a specialized training connected with a demonstration of distinguishing the genuine from the counterfeit goods.

While carrying out control at the seller:

· if it is possible and purposeful, to include the suspect product in the control shopping

· using the available discrimination indicators, to verify the authenticity of the product, to pinpoint differences between the 'genuine' and the counterfeit product in labeling, design, material composition, packaging, etc. that are to be itemized in an inspection report, respectively, in a list of counterfeit products

· pursuant to paragraph 6, section 1 c) of the Act on state control of internal market, to issue an order to seize all the counterfeits on the premises of the operating unit under inspection, following these instructions:

To make a complete list of the products and to give each item its registration number. The list must contain particulars identifying the product (type, model/pattern, color, size, and possibly additional brief characterization that is able to identify the product). In case there are more suppliers, each of them must be given a separate list. 

To take an adequate number of samples from the total number of seized products (the number of items will be fixed for each case separately, which will be written down in the list) which might be used for expertise or laboratory testing or as evidence in legal proceedings. The sampled products will be packed and sealed on the premises of the inspected person.

On the base of inspection findings, to fill in the form "Proceedings on the Spot" which must record the number of counterfeit products seized, including those which will be stored out of reach of the inspected person.

The counterfeit products remaining on the premises of the inspected person must be deposited in a lockable place or packed in suitable containers and sealed with STI's official seal. If there is a well-founded suspicion that the inspected person will not store away the seized products, the STI inspector can deposit them out of the person's reach at their expense in a place set by the director of the responsible STI inspectorate, which must be recorded in the inspection record.

· to check if information duty pursuant to paragraphs 9, 10 and 11 of the Act on consumer protection is fulfilled

· if applicable, to carry out a control of the observance of the Act on conformity and other relevant governmental decrees 

· to continue controlling all the persons involved, from the suppliers to the importers or the producers; if it is discovered that the company does not exist, to penalize the last segment of control and to submit the case to the police in the form of notification of suspicion of criminal offence – violation of trademark rights

· the STI inspectorate subsequently issues, pursuant to paragraph 8, section 8, letter c) of the Act on state control of internal market, an order not to sell the seized products and after the decision comes into effect, it must be announced to the authorized person if they are known, and submitted to the police

The violation of intellectual property rights is, pursuant to paragraph 8, section 5 of the Act No. 634/1992 Coll. on consumer protection as amended by later provisions, deception of the consumer and the paragraph 24, section 1 of this act entitles us to impose a fine.

According to paragraph 9, section 1, letter a) and b) of the Act on state control of internal market, the fine can be imposed only on the condition that the inspected person violates the on-the-spot measure pursuant to paragraph 6, section 1, letter c) – an order to seize the counterfeit products – or the protective measure pursuant to paragraph 8, section 1, letter c) – a prohibition to sell the seized products.

On the finding that the counterfeit products are at the same time liable to the act on conformity assessment and they do not meet the requirements stipulated in the Act No. 264/1999 Coll., the market protection is secured by seizing the products and the subsequent prohibition of their sale and the fine will be imposed for both offences in accordance with applicable legal regulations. 
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